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Examiner 
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Applicant(s) 
GRAINGER, JEFFRY J. 



Art Unit 

2175 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions ot 37 CFR 1.136(a). In no event, however, may a reply be timely tiled 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication(s) filed on 06 November 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) \3 Claim(s) is/are allowed. 

6) IEI Claim(s) 1-33 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) O Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6)^ Other: 

U.S. Patent and Trademark Office : " ' — 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 1 1 
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DETAILED ACTION 



Amendment 



The amendment timely filed on November 6, 2003 has been entered. 



Specification 



The disclosure is objected to because of the following informalities: Pages 17, 
23, and 36 contain blank application serial numbers. 
Appropriate correction is required. 



Claim 18 is objected to because of the following informalities: Lines 3-4 state "an 
practitioner" which should likely state -a practitioner-. Claim 8 has a similar problem. 
Appropriate correction is required. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 1-33 are rejected under 35 U.S.C. 103(a) as being unpatentable by 
Simpson et al. U.S. Patent No. 6,549,894 ('Simpson') in view of Cronin U.S. Patent 
Publication No. 2001/0039505 ('Cronin'), in further view of MacPhail U.S. Patent No. 
5,107,419 ('MacPhail'). 



Claim Objections 



Claim Rejections - 35 USC § 103 
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Simpson discloses: 
As to claim 1 , 

storing a plurality electronic documents related to a patent application in a 
database accessible to a server system, wherein each of said plurality of electronic 
documents has a document type and wherein said plurality of stored documents 
includes at least one document having a first document type and at least one document 
having a second document type; See 2:1-55; 4:34-67; 

receiving a signal at said server system indicating said predetermined event has 
occurred; See 3:4-45; 6:30-45; 

Simpson discloses the claimed invention except for storing a plurality electronic 
documents related to a patent application in a database accessible to a server system. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to storing a plurality electronic documents related to a patent 
application in a database accessible to a server system since storing data in a database 
for access by a server would enable the data to be stored remotely and access by 
several users and storing data in a database regardless of the type of data is well 
known. While storing data related to a patent application is just deemed to be a form of 
data, Examiner addresses this none-the-less and states that storing patent application 
data in a database was well know at the time of the invention and that storing such 
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information is deemed helpful to a user writing or tracking the status of a patent 
application so that the data can be retrieved when needed since deadlines and filings 
are dictated by statutes. 

Alternatively, Simpson discloses the claimed invention except for storing a 
plurality electronic documents related to a patent application in a database accessible to 
a server system. Cronin teaches that it is known to store a plurality electronic 
documents related to a patent application in a database accessible to a server system. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to store a plurality electronic documents related to a patent 
application in a database accessible to a server as taught by Conin since Conin states 
at paragraph [0042] that such a modification would allow the tracking of Intellectual 
Property (IP) documentation and provide a formal review of IP documentation. 

Simpson discloses the claimed invention except for the storing a rule in said 
database that indicates specific document types to be deleted from said database in 
response to a predetermined event occurring related to a document, wherein said rule 
indicates that documents of said second type should be deleted but not documents of 
said first type. MacPhail teaches that it is known to store a rule in said database that 
indicates specific document types to be deleted from said database in response to a 
predetermined event occurring related to a document, wherein said rule indicates that 
documents of said second type should be deleted but not documents of said first type. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to store a rule in said database that indicates specific document 
types to be deleted from said database in response to a predetermined event occurring 
related to a document, wherein said rule indicates that documents of said second type 
should be deleted but not documents of said first type as taught by MacPhail since 
MacPhail states at column 1 , lines 55-67; and column 2, lines 1-3 that such a 
modification would deletion of documents that are no longer needed from the system as 
soon as possible; 

after receiving said signal, implementing said rule to delete documents of said 
second type in said database that are related to said patent application but not delete 
documents of said first type that are related to said patent application; See 1 :22-44; 2:1- 
55; MacPhail: Abstract; 1:59-67; 2:1-4. 

As to claim 2, 12, and 13, 

wherein said predetermined event is either grant of a patent from said patent 
application or payment of an issue fee for said patent; See 3:4-45. 

As to claim 3, 

wherein said predetermined event is a signal received from an authorized client 
system; See 5:35-48. 
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As to claim 4, 

wherein said first document type is a filed patent application and wherein said 
second document type is a draft patent application; See 1:65-67; 2:1-36; 4:45-67. 

As to claims 5 and 14, 

wherein said patent application is assigned to a first technology developer and 
wherein said signal is generated by a client system associated with said first technology 
developer; See 4:1-67; 5:5-67; 6:1-45. 

As to claim 6, 

wherein said client system is associated with a patent practitioner that represents 
said first technology developer; See 4:1-67. 

As to claims 7 and 15, 

wherein said executing step is in response to receipt of said signal; See 4:1-67; 
5:5-67; 6:1-45. 

As to claim 8, 

wherein said plurality of electronic documents also includes at least one 
document having a third document type, said third document type being associated with 
unofficial notes from an inventor of said patent application to a practitioner, and wherein 
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said rule causes said server to delete documents of said third type associated with said 
patent application during said executing step; See 1:65-67; 2:1-36; 4:45-67. 

As to claim 9, 

wherein said plurality of electronic documents also includes at least one 
document having a fourth document type, said fourth document type being associated 
with versions of patent papers stored in said database in an image file format that were 
generated by a patent office, and wherein said rule does not cause said server to delete 
documents of said fourth type associated with said patent application during said 
executing step; See 1:65-67; 2:1-36; 4:45-67; See also corresponding response from 
claim 1. 

As to claim 10, 

allowing a client system to create and/or modify said rule that defines specific 
document types to be deleted and/or specific types of documents to be saved in 
response to receiving said signal; See 1:65-67; 2:1-36; 4:45-67; See also corresponding 
response from claim 1 . 
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As to claim 1 1 , 

storing a plurality electronic documents related to a patent application in a 
database accessible to a server system, wherein each of said plurality of electronic 
documents has one or more attributes associated therewith; See corresponding 
response above in claim 1 ; 

storing a rule in said database that determines specific electronic documents to 
be deleted from said database in response to a predetermined event occurring related 
to prosecution of said patent application, wherein said rule deletes documents having a 
predetermined attribute; See corresponding response above in claim 1 ; 

receiving a signal at said server system indicating said predetermined event has 
occurred; See corresponding response above in claim 1; 

after receiving said signal, implementing said rule to delete documents from said 
database that are related to said patent application and have said predetermined 
attribute but does not delete documents from said database that are related to said 
patent application and do not have said predetermined attribute; See corresponding 
response above in claim 1 . 

As to claim 16, 

(a) a processor; (b) a database; and (c) a memory for storing a program; 
wherein said processor is operative with said program to: ; See Fig, 5C; 3:1-35; 

(i) store, in said database, information related to a patent application, said 
information including at least an invention disclosure, a patent application as filed in an 
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official patent office, unofficial documents related to said patent application and one or 
more papers generated by said official patent office that are related to said patent 
application; See 3:4-35; 4:34-67; 7:14-34; Cronin: [0009]; [0018]; [00173-0174]; 

(ii) in response to an indication from said official patent office that said patent 
application has been allowed, receive an instruction to categorize said patent 
application as allowed in said database and automatically delete said unofficial 
documents related to said patent application from said database; See 3:4-35; 4:34-67; 
7:14-34; MacPhail: 1:55-67; 2:1-3; Conin: [0009]; [0018]; [0143-0144]. 

As to claim 17, 

wherein said processor is operative with said program to allow a client system to 
set-up workflow rules related to defining specific types of documents to be deleted 
and/or specific types of documents; See 7:14-34; MacPhail: 1:55-67; 2:1-3. 

As to claim 18, 

wherein said unofficial documents include one or more of: notes from an inventor 
of said patent application to a practitioner, draft copies of said patent application and 
draft copies of Responses to Office Actions; See Simpson: 2:1-50; Conin: [0173-0174]. 
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As to claims 1 9 and 27 

storing the plurality of electronic documents in a computer-readable memory, 
wherein the plurality of electronic documents includes a first plurality of electronic 
documents that are desired to be maintained in the computer-readable memory after an 
event and a second plurality of electronic documents that are desired to be deleted after 
the event; See 1:22-44; 2:1-55; MacPhail: Abstract; 1:59-67; 2:1-4; 

receiving a request to delete the second plurality of electronic documents from 
the memory; See 1:22-44; 2:1-55; MacPhail: Abstract; 1:59-67; 2:1-4; and 

in response to the request, deleting the second plurality of electronic documents 
while retaining the first plurality of electronic documents; See 1 :22-44; 2:1-55; MacPhail: 
Abstract; 1:59-67; 2:1-4. 

The modified invention of Simpson discloses the claimed invention except for the 
event is the allowance and granting of a patent from the patent application. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to provide the event of the allowance and granting of a patent because such a 
modification would allow a determination of fees, deadlines, and further prosecution 
options to be determined. 



As to claim 20, 

wherein the plurality of electronic documents are stored in a database that is 
accessed through a database management system (server); See response to claim 1 . 
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As to claims 21 and 28, 

wherein each document in the plurality of electronic documents has an attribute 
(date/label) associated with it that identifies the document as belonging to either the first 
plurality of electronic documents or the second plurality of electronic documents; See 
MacPhail: 1:55-67; 2:1-3. 

As to claim 22 and 29, 

storing a rule in the database that generates the request to delete the second 
plurality of documents in response to the occurrence of a predetermined event 
MacPhail: 1:55-67; 2:1-3. 

As to claims 23 and 30, 

wherein the predetermined event is one of: payment of an issue fee for a patent 
application or granting of a patent from the patent application; See Simpson: 2:1-50. 

As to claims 24 and 31, 

wherein the granting of a patent from the patent application is identified by either 
a signal sent from an authorized client system or association of a .pdf file of the granted 
patent with the patent application; Simpson: 2:1-50; 7:1-51. 
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As to claim 25 and 32, 

wherein each of the plurality of electronic documents has a document type 
associated with it; See 1:22-44; 2:1-55; MacPhail: Abstract; 1:59-67; 2:1-4; 

wherein the method further comprises storing a rule in the database that 
identifies the first and second pluralities of electronic documents based on each 
document's document type in response to a predetermined event; See 1:22-44; 2:1-55; 
MacPhail: Abstract; 1:59-67; 2:1-4; and 

wherein the request is generated after execution of the rule; See 1:22-44; 2:1-55; 
MacPhail: Abstract; 1:59-67; 2:1-4. 

As to claims 26 and 33, 

The modified invention of Simpson discloses the claimed device except for 
wherein the request is generated by a user. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide wherein the 
request is generated by a user since it was known in the art that manually executing a 
rule would ensure that the rule was executed exactly when the user wanted it to be run 
and provide the user with more control in situations where automatically running the 
rule, especially to delete files would ensure that the request was proper. 
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Response to Arguments 

Applicant's arguments with respect to claims 1-33 have been considered but are 
moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles L. Rones whose telephone number is 703-306- 
3030. The examiner can normally be reached on Monday-Thursday 8am-4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dov Popovici can be reached on 703-305-3830. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 872-9306 
for regular communications and (703) 872-9306 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3800. ^ 



Conclusion 




Charles L. Rones 
Primary Examiner 
Art Unit 2175 



January 13, 2004 



